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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DTAILED ACTION 

Claims 3-4, 46-47, 52, 54-59 and 67 are currently pending. 

In response to a previous Office action, a final action (mailed on July 10, 2008), 
Applicants filed a response on January 12, 2009 and amended claims 46, 54, 58 and 67 
and canceled claims 1-2, 7-10, 12-14, 18-23, 28-42, 53 and 68 is acknowledged. 

Claims 3-4, 46-47, 52, 54-59 and 67 are under consideration. 

Applicants' arguments filed on January 12, 2009, have been fully considered but are 
not deemed persuasive to overcome some of the rejections previously applied. 
Rejections and/or objections not reiterated from previous office actions are hereby 
withdrawn. 

Claim objection 

Claim 59 is objected to in the recitation "yS resolvase", 3 resolvase", "15607 
resolvase", or "OC31 resolvase", which should be "y5 resolvase", B resolvase", "IS607 
resolvase", or "OC31 resolvase". Appropriate corrections are required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 
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Claims 3 and 55-56 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Arnold et al. (Mutants of Tn3 resolvase which do not require accessory binding sites for 
recombination activity, EMBO J. 1999 Mar 1; 18(5): 1407-14, see IDS). 

Arnold et al. teach a mutant of serine recombinase Tn3 resolvase comprising a 
mutation at position G101 of SEQ ID NO: 2, wherein the mutation is G101S (see 
abstract, Page 1403, column 2, line 2), which is 100% identical to SEQ ID NO: 2 of the 
instant application because applicants used the same gene in a plasmid for 
mutagenesis (see Materials and Methods, page 30, paragraph 2 of the specification). 
Arnold et al. also teach catalytic domain (page 1409, column 2, line 4) and DNA binding 
site of Tn3 resolvase, which contains a DNA binding domain (Abstract and Fig. 1). 
Besides, all serine recombinases comprise N-terminal catalytic domain and C-terminal 
DNA binding domain (see for example; Smith et al. 2002). Thus, Tn3 resolvase of 
Arnold et al. inherently comprise DNA binding domain. Therefore, Arnold et al. 
anticipate claims 3 and 55-56. 

Conclusion 

Status of the claims: 

Claims 3-4, 46-47, 52, 54-59 and 67 are pending. 
Claim 4 and 46-47, 52, 54, 57-59 and 67 are allowed. 
Claims 3 and 55-56 are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Iqbal Chowdhury whose telephone number is 571-272- 
8137. The examiner can normally be reached on 9:00-5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nashaat T. Nashed can be reached on 571-272-0934. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Iqbal Chowdhury, Patent Examiner 

Art Unit 1652 (Recombinant Enzymes) 

US Patent and Trademark Office 

Rm. REM 2B69, Mail Box. 2C70 

Ph. (571)-272-8137, Fax. (571)-273-8137 

/Nashaat T. Nashed/ 

Supervisory Patent Examiner, Art Unit 1652 



